REMARKS 

The above amendments and these remarks are responsive to the Office action 
dated September 16, 2005. Claims 1-12 are pending in the application. Claims 1-12 are 
rejected. By way of the present amendment, claims 1,2, 11 and 12 are amended, and new 
claims 14-16 are added. 

In view of the amendments above, and the remarks below, Applicants respectfully 
request reconsideration of the rejected claims under 37 C.F.R. § 1.111. 

Information Disclosure Statement 

Applicants thank the Examiner for considering the information disclosure 
statements submitted on March 8, 2004 and August 11, 2005. 

The Examiner indicates that the Information Disclosure Statement filed on August 
11, 2005 fails to comply with 37 C.F.R. § 1.98(a)(3), because it does not include a 
concise explanation of the relevance of the Korean Office Action. Applicants 
hereby provide the Examiner with an English translation of the Korean Office Action 
previously submitted with the information disclosure statement of August 11, 2005, and 
request consideration of the previously submitted information disclosure statement. 
Applicants note that the previous Information Disclosure Statement was timely filed on 
August 11,2005. 
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Objections to the Specification 

The Examiner has objected to the specification because the cross-reference to the 
parent application does not include an issued patent serial number corresponding to 
application serial no. 09/778,232. Applicants have amended the specification to include a 
reference to U.S. Patent No. 6,685,794. In view of the above amendments and remarks, 
Applicants respectfully request the withdrawal of the objection to the specification. 

Rejections under 35 USC § 102 

Claims 1 and 10 are rejected under 35 U.S.C. § 102(a) as being anticipated by U.S. 
Patent No. 5,935,331 (Naka et al.). The Examiner suggests that Naka et al. anticipates 
claim 1, as Naka et al. is directed to an apparatus that comprises a nozzle (130) capable of 
dispensing adhesive, an electrode means (132) and an electric power supply (134) for 
generating an electric field between the electrode means and the nozzle. Applicants 
respectfully disagree. 

Instant claim 1 recites "an apparatus for bonding two optical disc substrates 

together by joining the optical disc substrates together with an adhesive and by curing the 

adhesive". In contrast, Naka et al. is directed to an apparatus for forming thin films (see 

col. 1, lines 5-13). In particular, as described at col. 14, lines 23-33 of Naka et al., Fig. 11 

depicts an apparatus for electrostatically discharging a solution, not an apparatus for 

bonding optical disc substrates together. Specifically, Fig. 11 includes an apparatus in 

which "the solution 130 is discharged from the nozzle 133 toward the coating-object 

member 131" (column 14, lines 32 and 33). The apparatus of Naka et al. is not disclosed 
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as being capable of performing the functions recited in claim 1, and therefore Applicants 
suggest that the device of Naka et al. is distinct from the apparatus of claim 1. 

However, without acknowledging the propriety of the objection, Applicants have 
amended claim 1 to more particularly define their invention. Claim 1, as amended, 
includes "a joining apparatus for joining one of the optical disc substrates, onto at least 
one of which the adhesive is supplied, and another one of the optical disc substrates." 
Support for the amendment is found in generally in the specification as filed, and more 
particularly at page 3, lines 21 to 23; page 12, lines 7 to 12; and at Fig. 4. 

Naka et al. only describes "an apparatus in which the solution is discharged from 
the nozzle toward the coating-object member", and fails to disclose two optical disc 
substrates, the joining of two optical disc substrates, or any apparatus for joining two 
optical disc substrates. In order to anticipate a claim, the cited reference must disclose 
each and every element of the claim. Naka et al. does not have "a joining apparatus" as 
recited in amended claim 1, and claim 1 is therefore not anticipated by Naka et al. 

In addition, the apparatus of Naka et al. fails to disclose the advantageous 

properties of the claimed apparatus. As indicated at page 3, lines 1-5 of the specification 

the apparatus of amended claim 1 has the advantageous capability of bonding optical disc 

substrates while rarely or never generating voids between the optical disc substrates, 

either when a liquid adhesive is supplied onto the optical disc substrate, or when the two 

optical disc substrates are bonded together. In contrast, Naka et al. is directed to a 

technology that has no relation to supplying adhesive for bonding optical disc substrates, 

or bonding two optical disc substrates to which the adhesive is supplied, and has no 
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relation to the object of the amended claim 1. Moreover, Naka et al. fails to disclose the 
advantageous property of preventing the generation of voids between the optical disc 
substrates. 

As claim 10 depends from claim 1, Applicants suggest that claim 10 is not 
anticipated by Naka et al. for at least the reasons given for claim 1, as amended. 
Additionally, the Examiner suggests that the recited effect of the electric field in claim 10 
is functional language, which should be given little weight. Applicants respectfully 
disagree, and suggest that functional language must be evaluated and considered, just like 
any other element of the claim, for what it fairly conveys to a person of ordinary skill in 
the pertinent art in the context in which it is used (see MPEP 2173.05(g)). In this instance, 
there is no disclosure in Naka et al. that the electrostatic solution dispenser can "taper an 
end of a liquid film of the adhesive" in order to reduce initial contact area, as recited in 
claim 10. For at least these reasons, Applicants suggest that claim 10 is not anticipated by 
Naka et al. 

Claims 11 and 12 stand rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamaguchi et al. (U.S. Patent 6,494,987). 

The Examiner suggests that the language of claims 1 1 and 12 only requires a device 

for forming an electric field between two objects, and that the material worked upon 

(optical disc substrates, adhesive) is not considered part of the apparatus. The Examiner 

further suggests that the effects of the electric field on the liquid film of adhesive is 

functional language, which is given little weight. Applicants respectfully disagree, and 
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suggest that suggest that functional language must be evaluated and considered, just like 
any other element of the claim, for what it fairly conveys to a person of ordinary skill in 
the pertinent art in the context in which it is used (see MPEP 2173.05(g)). 

Without acknowledging the propriety of the rejection, Applicants have amended 
claims 1 1 and 12 to depend from amended claim 1, and claims 1 1 and 12 therefore include 
the elements recited in claim 1. The Yamaguchi et al. reference does not disclose "an 
adhesive-supplying nozzle for supplying the adhesive onto at least one of the optical disc 
substrates," nor does the reference disclose "an electric power supply for generating an 
electric field between the electrode means and the adhesive-supplying nozzle" as recited 
in claim 1. Applicants respectfully suggest that claims 11 and 12, as amended, are not 
anticipated by the Yamaguchi et al. reference. 

In view of the above amendments and remarks, Applicants respectfully request the 
withdrawal of the rejections of claims 1 and 10-12 under U.S.C. § 102. 

Rejections under 35 USC § 103 

Claims 2-9 are rejected under 35 USC § 103(a) as being unpatentable over Naka et 
al., as applied to claim 1. 

The Examiner suggests that, Naka et al. discloses the apparatus of claim 1, as 

discussed above, and with regards to claims 2 and 3, that Naka et al teaches that there can 

be a plurality of nozzles. The Examiner further suggests that it would have been obvious 

to one of ordinary skill in the art at the time the invention was made to have the claimed 

arrangement of nozzles in the apparatus of Naka et al. Applicants respectfully disagree. 
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As discussed above with respect to claim 1, Applicants believe that claim 1, as 
amended, is not anticipated by Naka et al. In particular, that Naka et al. fails to disclose an 
apparatus that includes "a joining apparatus for joining one of the optical disc substrates, 
onto at least one of which the adhesive is supplied, and another one of the optical disc 
substrates." Applicants suggest that claim 1 is not rendered prima facie obvious by Naka 
et ah, because prima facie obviousness cannot be properly established unless each and 
every element of the rejected claim is found in the cited references. 

In addition, also as discussed above, Naka et al. fails to disclose or suggest the 
advantageous properties demonstrated by the claimed apparatus, that of bonding optical 
disc substrates while rarely or never generating voids between the optical disc substrates. 

As claim 1 is not rendered obvious by the Naka et al. reference, Applicants 
suggest that claims 2 and 3, which depend from claim 1, are similarly not rendered 
obvious by the Naka et al. reference, for at least the reasons given for claim 1. 

With respect to claims 4-9, as these claims also depend from claim 1, as amended, 
Applicants suggest they are similarly not rendered obvious by Naka et al., for at least the 
reasons given for claim 1 . 

In view of the above amendments and remarks, Applicants respectfully request 
that the rejections of claims 2 through 9 under 35 U.S.C. § 103 be withdrawn. 

Double Patenting 

Claims 11 and 12 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 24 of U.S. Patent No. 6,494,987 
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(Yamaguchi et al.). The Examiner suggests that claim 24 of Yamaguchi et al. encompasses 
claims 1 1 and 12 of the present application. 

Without acknowledging the propriety of the rejection, Applicants have amended 
claims 11 and 12 to depend from claim 1, as discussed above. Applicants suggest that, as 
amended, the subject matter of claims 11 and 12 is distinct from the subject matter of 
claim 24 of Yamaguchi et al. 

In view of the above amendments and remarks, Applicants respectfully request the 
withdrawal of the rejections of claims 11 and 12, under the judicially created doctrine of 
obviousness-type double patenting. 

It is believed that the subject patent application has been placed in condition for 
allowance, and such action is respectfully requested. If the Examiner has any questions or 
concerns, or if a telephone interview would in any way advance prosecution of the 
application, please contact the undersigned agent of record. 

The Commissioner is hereby authorized to charge any additional fees which may 
be required, or credit any overpayment to Deposit Account No. 1 1-1540. 
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CERTIFICATE OF 



LING 



I hereby certify that this correspondence is 
being deposited with the United States Postal 
Service as first class mail, postage prepaid, 
to: Mail Stop Amendment, Commissioner for 
Patents, P.O. Box 1450, Alexandria, Virginia 
22313-1450 on December 15, 2005. 




Suzanne Lukas- Werner 



Respectfully submitted, 
KOLISCH HARTWELL, P.C. 

Anton E. Skaugset 
Registration No. 38,617 
Customer No. 23581 
Attorney for Applicant 
520 S.W. Yamhill Street, Suite 200 
Portland, Oregon 97204 
Telephone: (503) 224-6655 
Facsimile: (503) 295-6679 
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NOTICE OF PRELIMINARY REJECTION 

Origin Electric Co., Ltd. 

Korean Patent Application No. 1 0-2001-0006963 

METHOD AND APPARATUS FOR BONDING OPTICAL DISC 
SUBSTRATES TOGETHER, AND METHOD FOR SUPPLYING 
LIQUID MATERIAL 

Reasons for Rejection 

The subject application cannot be patented pursuant to Articles 29 (2) of the 
Korean Patent Law because the inventions described in the claims 1 to 21 are 
considered to be easily conceivable by person skilled in the art from the disclosure of 
cited reference by following: 

1. Claim 1 of this invention states a method for bonding two optical disc 
substrates together comprising the step that the adhesive is supplied by an electric field 
formed between an adhesive-supplying nozzle and substrate for removing bubbles. 
However, US Patent No. 5935331(1999.8.10.; the cited reference 1) describes a 
method for forming a thin film that comprising a step that electric field is formed 
between a nozzle(133) and a coating object substrate(131)(figure 11 and 13 to 15). 
There is any difference in fields of this invention and the cited reference, but basic idea 
is identical. Therefore, this invention is easily changeable by person skilled in the art 
from forming of electric field of the cited reference. 

2. Claims 2 to 5 of this invention state a method for bonding two optical disc 
substrates which comprises forming of electric field in substrates and supplying of the 
adhesive. However, JP Patent Publication No. 7-228847(1995.8.29.; the cited 
reference 2)describes means for giving electric field on object of adhesion in figure 2. 
And JP Patent Publication No. 8-293132(1996.11.5.; the cited reference 3) describes 
features of forming the adhesive on substrates. Therefore claims 2 to S are easily 
conceivable by the combination of the cited reference 2 and the cited reference 3. 

3. Claim 6 states a method for bonding optical disc substrates together by spin. 
However, this invention is similar to a method that is described in figure 9 and 
identification No.[0063] of JP Patent Publication No. 11-39734(1999.2.12.; the cited 
reference 4, a method for preparing a optical record medium). Therefore, this invention 




is easily conceivable by diverting a spin coating method from the cited reference 4. 

4. Claims 7 and 8 state a forming of electric field by an alternating current or a 
direct current, but these forming of electric field correspond to the cited reference 2 
and 1 respectively. 

5. Claim 9 relates to an apparatus which a method of claim 1 is expressed as 
means. Therefore, claim 9 also cannot be patented by rejection 1 . 

6. Claim 10 states that the two supplying nozzles are positioned as 180°. However, 
this feature is similar to a nozzle position of JP Patent Publication No. 9- 
265673(1997.10*7.; the cited reference 5). Therefore, this claim is easily conceivable 
by the combination of the cited reference 1 and 5. 

7. Claims 11 to 16 state plural nozzles and an alternating current or a direct 
current. However, these claims are easily conceivable by person skilled in the art form 
the cited reference 1 and 2. 

8. Claims 14 to 21 also are easily conceivable by person skilled in the art from 
the cited references. 

Accordingly, claim 1 to 21 of the subject application cannot be patented 
pursuant to Article 29(2) of the Koreans Patent Law. 

Our Comments 

As for the rejection 

We trust that you are in the best position to formulate..argument& necessary to overcome 
the rejection. 

In addition, if you have any domestic or foreign counterpart applications, which 
have been issued or granted, please provide us with a copy of any Official Gazettes 
thereof 

If you should have any questions with regard to the Examiner's comments, 
please do not hesitate to contact us. 

We look forward to hearing from you soon on this matter. 
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